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§42.65

(1) Objection. Any objection to evi-
dence submitted during a preliminary
proceeding must be filed within ten
business days of the institution of the
trial. Once a trial has been instituted,
any objection must be filed within five
business days of service of evidence to
which the objection is directed. The ob-
jection must identify the grounds for
the objection with sufficient particu-
larity to allow correction in the form
of supplemental evidence.

(2) Supplemental evidence. The party
relying on evidence to which an objec-
tion is timely served may respond to
the objection by serving supplemental
evidence within ten business days of
service of the objection.

(c) Motion to exclude. A motion to ex-
clude evidence must be filed to pre-
serve any objection. The motion must
identify the objections in the record in
order and must explain the objections.
The motion may be filed without prior
authorization from the Board.

[77 FR 48669, Aug. 14, 2012, as amended at 80
FR 28565, May 19, 2015]

§42.65 Expert testimony; tests and
data.

(a) Expert testimony that does not
disclose the underlying facts or data on
which the opinion is based is entitled
to little or no weight. Testimony on
United States patent law or patent ex-
amination practice will not be admit-
ted.

(b) If a party relies on a technical
test or data from such a test, the party
must provide an affidavit explaining:

(1) Why the test or data is being used;

(2) How the test was performed and
the data was generated;

(3) How the data is used to determine
a value;

(4) How the test is regarded in the
relevant art; and

(5) Any other information necessary
for the Board to evaluate the test and
data.

ORAL ARGUMENT, DECISION, AND
SETTLEMENT

§42.70 Oral argument.

(a) Request for oral argument. A party
may request oral argument on an issue
raised in a paper at a time set by the
Board. The request must be filed as a
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separate paper and must specify the
issues to be argued.

(b) Demonstrative exhibits must be
served at least five business days be-
fore the oral argument and filed no
later than the time of the oral argu-
ment.

§42.71 Decision on petitions or mo-
tions.

(a) Order of consideration. The Board
may take up petitions or motions for
decisions in any order, may grant,
deny, or dismiss any petition or mo-
tion, and may enter any appropriate
order.

(b) Interlocutory decisions. A decision
on a motion without a judgment is not
final for the purposes of judicial re-
view. If a decision is not a panel deci-
sion, the party may request that a
panel rehear the decision. When rehear-
ing a non-panel decision, a panel will
review the decision for an abuse of dis-
cretion. A panel decision on an issue
will govern the trial.

(c) Petition decisions. A decision by
the Board on whether to institute a
trial is final and nonappealable. A
party may request rehearing on a deci-
sion by the Board on whether to insti-
tute a trial pursuant to paragraph (d)
of this section. When rehearing a deci-
sion on petition, a panel will review
the decision for an abuse of discretion.

(d) Rehearing. A party dissatisfied
with a decision may file a single re-
quest for rehearing without prior au-
thorization from the Board. The burden
of showing a decision should be modi-
fied lies with the party challenging the
decision. The request must specifically
identify all matters the party believes
the Board misapprehended or over-
looked, and the place where each mat-
ter was previously addressed in a mo-
tion, an opposition, or a reply. A re-
quest for rehearing does not toll times
for taking action. Any request must be
filed:

(1) Within 14 days of the entry of a
non-final decision or a decision to in-
stitute a trial as to at least one ground
of unpatentability asserted in the peti-
tion; or
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